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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 1,4, 6, 11-13, 16, 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nagaoka (US Patent No. 6,791,773 B2) in view of Lehtinen et al. (US 
Patent No. 6,518,957 B1). 

As to claim 1, Nagaoka teaches a portable communication device (See Col. 1, 
Lines 8-12) comprising: 

a display (See Fig. 1, item 6, Col. 5, Lines 60-67); and a detachable 
joystick (in the reference is equivalent to detachable operating stick (See Fig. 1 , item 8); 
wherein the portable communication device is adapted to receive the detachable 
joystick (See Fig. 1, item 8, Col. 8, Lines 29-34), and the detachable joystick provides a 
user input indicated with a display (See Fig. 4, item 8, Col. 7, Lines 1-15). 

Nagaoka does not show the detachable joystick is capable of being stored within 
the portable communication device when not in use. 

Lehtinen et al. teaches stylus is capable of being stored within the portable 
communication device when not in use (See Fig. 2, item 16, Col. 4, Lines 2-22). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate Lehtinen et al. teaching into Nagaoka system in order to disable 
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the touch sensitive screen when data input apparatus in the device (See Col. 1 , Lines 
55-57 in the Lehtinen et al. reference). 

As to claim 12, Nagaoka teaches a method comprising: 

providing user input to a portable communication device using 
detachable joystick (See Fig. 4, item 8, Col. 7, Lines 1-15). 

Nagaoka does not show the detachable joystick is capable of being stored within 
the portable communication device when not in use. 

Lehtinen et al. teaches stylus is capable of being stored within the portable 
communication device when not in use (See Fig. 2, item 16, Col. 4, Lines 2-22). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate Lehtinen et al. teaching into Nagaoka system in order to disable 
the touch sensitive screen when data input apparatus in the device (See Col. 1, Lines 
55-57 in the Lehtinen et al. reference). 

As to claims 4, 13, Nagaoka teaches the detachable joystick 9operatinal stick in 
the reference) is adapted to indicate desired movement of a cursor on the display (in the 
reference operational stick is used instead of a set of push buttons) (See Fig. 4, items 2, 
7-8 Page 2, Col. 7, Lines 1-15). 

As to claim 6, Lehtinen et al. teaches motion sensors (in the reference is 
equivalent to touch screen) sense movement of the detachable joystick (See Fig 2, 
items 6, 16, Col. 2, Lines 27-31). 
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As to claims 16,19, Lehtinen et al. teaches inserting and removing the 
detachable joystick into the portable communication device (See Figs. 2, 4, item 16, 
Col. 4, lines 2-22). 

As to claim 1 1 Nagaoka teaches the portable communication device is a cellular 
phone (See Fig. 1 , Col. 1 , Lines 5-12). 

2. Claims 2, 7-8, 1 7-1 8, 20 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Nagaoka and Lehtinen et al. as aforementioned in claims 1, 14, 16 
and 19 in view Hoggarth (Pub. No.: US 2002/0057257 A1). 

As to claim 2, Nagaoka and Lehtinen et al. do not show the detachable joystick 
comprises a user depressible button. 

Hoggarth teaches the detachable joystick comprises a user depressible button 
(See Fig. 4, item 80, in description See Page 3, paragraph 0033). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use Hoggarth approach in Nagaoka and Lehtinen et al. apparatus in order 
to devise a seamless mechanically and electrically integrated joystick (See Pagel , 
paragraph 0013 in Hoggarth reference). 

As to claims 7-8, 17, 20, Nagaoka and Lehtinen et al. do not show an active 
operational mode of the portable communication device is initiated upon placement of 
the detachable joystick into portable communication device and an inactive operational 
mode of the portable communication device is initiated upon removal of the detachable 
joystick from portable communication device. 
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Hoggarth teaches the detachable joystick trigger closes the electrical circuit 
causing a signal to be relayed to the COM1 port (See Fig. 4, items 90,120,122, in 
description See Page 3, paragraph 0032). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use Hoggarth approach in Nagaoka and Lehtinen et al. apparatus to start 
an active operational mode of the portable communication device is initiated upon 
placement of the detachable joystick into portable communication device and an 
inactive operational mode of the portable communication device is initiated upon 
removal of the detachable joystick from portable communication device in order to 
devise a seamless mechanically and electrically integrated joystick (See Pagel, 
paragraph 0013 in Hoggarth reference). 

As to claim 18, Nagaoka and Lehtinen et al. do not show initiating a cellular 
communication with the detachable joystick. 

Hoggarth teaches the detachable joystick trigger closes the electrical circuit 
causing a signal to be relayed to the COM1 port (See Fig. 4, items 90,120,122, in 
description See Page 3, paragraph 0032). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use Hoggarth approach in Nagaoka and Lehtinen et al. apparatus to 
initiating a cellular communication with the with the detachable joystick in order to 
devise a seamless mechanically and electrically integrated joystick (See Pagel, 
paragraph 0013 in Hoggarth reference). 
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3. Claims 21 , 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Caravella et al. (US Patent No. 6,041,221) in view of Nagaoka and Lehtinen et al. 

Caravella et al. teaches an apparatus comprising: a processor (See Fig. 1 , 
item 18, in description See Col. 1, Lines 9-19 and Col. 2, Lines 10-17); a static random 
access memory coupled to the processor (See Fig. 1, item 24, in description See Col. 1 , 
Lines 9-19 and Col. 2, Lines 10-17); communication module to transmit a wireless 
communications (See Fig. 1, items 12,14,16, in description See Col. 1, Lines 9-19 and 
Col. 2, Lines 10-17). 

Caravella et al. do not show a display and detachable joystick to provide a user 
input indicated with the display. 

Nagaoka teaches display (See Fig. 1, item 6, Col. 5, Lines 60-67); and a 
detachable joystick to provide a user input indicated with a display (See Fig. 4, item 8, 
Col. 7, Lines 1-15). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use Nagaoka display and detachable joystick in Caravella et al. apparatus 
in order to make an image system so compact that it can be mounted on a portable 
telephone (See Col. 1, Lines 39-43 in Nagaoka reference). 

Caravella et al. and Nagaoka do not show the detachable joystick is capable of 
being stored within the portable communication device when not in use. 

Lehtinen et al. teaches stylus is capable of being stored within the portable 
communication device when not in use (See Fig. 2, item 16, Col. 4, Lines 2-22). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate Lehtinen et al. teaching into Caravella et al. and Nagaoka 
system in order to disable the touch sensitive screen when data input apparatus in the 
device (See Col. 1, Lines 55-57 in the Lehtinen et al. reference). 

As to claim 23 Lehtinen et al. teaches apparatus is adapted to store the 
detachable joystick (stylus) when not in use (See Fig. 2, item 16, Col. 4, Lines 2-22). 

4. Claims 22, 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Caravella et al. and Lehtinen et al., Nagaoka as aforementioned in claim 21 in view 
Hoggarth. 

As to claim 22 Caravella et al. and Lehtinen et al., Nagaoka do not show the 
detachable joystick comprises a user depressible button. 

Hoggarth teaches the detachable joystick comprises a user depressible button 
(See Fig. 4, item 80, in description See Page 3, paragraph 0033). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use Hoggarth approach in Caravella et al. and Lehtinen et al., Nagaoka 
apparatus in order to devise a seamless mechanically and electrically integrated joystick 
(See Pagel, paragraph 0013 in Hoggarth reference). 

As to claim 24, Caravella et al. and Lehtinen et al., Nagaoka do not show an 
active operational mode of the portable communication device is initiated upon 
placement of the detachable joystick into portable communication device and an 
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inactive operational mode of the portable communication device is initiated upon 
removal of the detachable joystick from portable communication device. 

Hoggarth teaches the detachable joystick trigger closes the electrical circuit 
causing a signal to be relayed to the COM1 port (See Fig. 4, items 90,120,122, in 
description See Page 3, paragraph 0032). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use Hoggarth approach in Caravella et al. and Lehtinen et al., Nagaoka 
apparatus to start an active operational mode of the portable communication device is 
initiated upon placement of the detachable joystick into portable communication device 
and an inactive operational mode of the portable communication device is initiated upon 
removal of the detachable joystick from portable communication device in order to 
devise a seamless mechanically and electrically integrated joystick (See Pagel, 
paragraph 0013 in Hoggarth reference). 

5. Claims 5,14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lehtinen et al., Nagaoka as aforementioned in claims 1 , 13 in view Chan et al. (US 
Patent No. 6,346,938). 

Lehtinen et al., Nagaoka do not show the detachable joystick is adapted to 
select an icon on the display. 

Chan et al. teaches pushing forward on the joystick moves user icon location 
(See Fig. 8, items 805-806, in description See Col. 1 1, Lines 4-7). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use Chan et al. approach in Lehtinen et al., Nagaoka apparatus in order to 
navigate through application software (See Page 1 , paragraph 0002 in the Oueslati et 
al. reference). 

6. Claim 15 rejected under 35 U.S.C. 103(a) as being unpatentable over Lehtinen et 
al., Nagaoka and Chan et al. as aforementioned in claim 14 in view of Hoggarth. 

Lehtinen et al., Nagaoka and Chan et al. do not show the detachable joystick 
comprises a user depressible button. 

Hoggarth teaches the detachable joystick comprises a user depressible button 
(See Fig. 4, item 80, in description See Page 3, paragraph 0033). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use Hoggarth approach in Lehtinen et al., Nagaoka and Chan et al. 
apparatus in order to devise a seamless mechanically and electrically integrated joystick 
(See Pagel , paragraph 001 3 in Hoggarth reference). 

7. Claims 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lehtinen et al., Nagaoka as aforementioned in claims 1 . 

As to claim 9, Lehtinen et al., Nagaoka do not show detachable joystick 
comprises ink. 

Since critically of usage of ink was not shown in specification or drawings, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
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assume that pen tip in Lehtinen et al., Nagaoka apparatus will contain ink. Therefore, 
the presence or absence of ink in the pen tip fails to patentably distinguish over the 
Nagaoka reference. 

As to claim 10, Lehtinen et al., Nagaoka do not show the detachable joystick is 
adapted to indicate movement across the display on pixel-by-pixel basis. 

Since critically of pixel-by-pixel not shown in specification or drawings, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
assume that movement in Lehtinen et al., Nagaoka apparatus will be done on pixel-by- 
pixel basis or on group of pixels-by-group of pixels. Therefore, pixel-by-pixel movement 
fails to patentably distinguish over the Nagaoka reference. 

8. Claim 25 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Caravella et al., Lehtinen et al., Nagaoka as aforementioned in claims 21 . 

Caravella et al., Lehtinen et al., Nagaoka do not show detachable joystick • 
comprises ink. 

Since critically of usage of ink was not shown in specification or drawings, it 
would have been obvious that Caravella et al., Lehtinen et al., Nagaoka apparatus will 
contain ink. Therefore, the presence or absence of ink in the pen tip fails to patentably 
distinguish over the Nagaoka reference. 
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Response to Amendment 



9. Applicant's arguments 08-03-04 with respect to claims 1 -2, 4-25 have been 
considered but are moot in view of the new ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leonid Shapiro whose telephone number is 703-305- 
5661 . The examiner can normally be reached on 8 a.m. to 5 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bipin Shalwala can be reached on 703-305-4938. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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12.27.04 




VIJAY SHANKAR 
PRIMARY EXA M,V= 



